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DETAILED ACTION 
Response to Amendment 

This Examiner's correspondence is directed to address applicant's amendment dated 
10/29/07, The rejections under Section 103 have not been overcome. Refer to the foregoing 
amendment for additional details concerning applicant's rebuttal arguments and remarks. 
Accordingly, the present claims are finally rejected over the same grounds of rejection as posited 
infra and for the reasons of record: 

Claim Disposition 

1 . Claims 1-8 and 10 are now cancelled. 

2. Claim 9 had been previously cancelled. 

3 . Claims 1 1 - 1 8 are pending. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Ca, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a)5 the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 1 1 and 17-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kohno et al 6130006 view of Noda et al 5527639. 

The present application is geared toward a nickel-hydrogen secondary battery wherein 
the disclosed inventive concept comprises the specific hydrogen-absorbing alloy. 
As to claim 1 1 : 

Kohno et al disclose illustrate in Figure 2 a battery comprising a case 1, a positive 
electrode 2, a negative electrode 4, and a separator 3, and alkaline electrolyte (COL 32, line 14 to 
COL 33, line 60/ FIGURE 2). 

Kohno et al's positive electrode includes a nickel hydroxide powder; and may also 
contain at least one oxide or hydroxide of metal selected from the group consisting of zinc and 
cobalt (COL 32, lines 49-62). 

Kohno et al's negative electrode includes a hydrogen absorbing alloy powder (COL 33, 
lines 5-10). Table 7 below shows examples hydrogen absorbing alloy compositions comprising 
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Mg, at least La, at least Co, Al, and nickel Thus, Kohno et al directly exemplified and show with 

sufficient specificity the hydrogen absorbing alloy composition claimed by the applicant. 

TABLE 7 



As to claim 17: 

Kohno et al's positive electrode may also contain at least one oxide or hydroxide of metal 
selected from the group consisting of zinc and cobalt (COL 32, lines 49-62). 
As to claim 18: 

Kohno et al's negative electrode is a hydrogen absorbing alloy powder (COL 33, lines 5- 

10) and may further include La, Ce, Pr, Nd and Y (COL 11, lines 45-55). Examples 45-47 

illustrates the inclusion of Co and Al as well (See EXAMPLES 45-47). 

Example 45 Mgo.3iLao.,s9 (Nio.BCOo,, Ala 1)3.2 

Example 46 Mgo.3Lao.5Pro.2 (Ni<xsMno.i5Sio.o5)3.4 

Example 47 Mgo,27Lao„->3Ndo,2 (NioajMno^, €00,1)3.05 

Example 57 U^^^^l\^,yU^^^%^^y (Nias,2Coo.a-;M%o2Aiafl,A>.54 
Example 82 l^^o.<>3Ndo,xMg^3 27(^10.85^00. iCro.o3Feo,o2)3.7 

Kohno et al disclose a nickel-hydrogen secondary battery according to the 
aforementioned aspects. However, Kohno et al do not expressly disclose the specific additional 
element/compound of positive electrode. 
As to claim 1 1 : 



Compositions 



40 



Example 45 
Example 46 
Example 47 
Example 48 
Example 49 
Sixa mple 50 
Example 5.1 
Example 52 



^go.25 '"-'^^a*!^^'^ (^ia«©^a'2^-^"o. t^*^o.oz)3.5 
Mgo.28Uno.#52Ndo. I (Nto.B4CuaiSno.05 J^.o 1)3.3 



45 
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Noda et al disclose a galvanic cell (TITLE/ABSTRACT) such as nickel-hydrogen cell 
(COL 5, lines 4-6) wherein the positive electrode active material includes Nb205, and/or WO3 
(COL 5, lines 16-32). 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the art at the time the invention was made to use the specific additional 
element/compound of positive electrode of Noda et al in the positive electrode of Kohno et al as 
it is well known in the art positive electrodes having such specific additional element are 
excellent in utilization factor of nickel hydroxide under atmosphere ranging from an ordinary 
temperature to a high temperature. Thus, such an additional element positively affects the 
charging characteristic of the electrode, particularly at a high temperature. Furthermore, it is 
known in the art that incorporation of the foregoing additional element/compound in the positive 
electrode makes it possible to lower the rate at which the cobalt compound in the nickel 
hydroxide active material is dissolved and precipitated in the electrolytic solution. As a result, 
the overall structure of the positive electrode is rendered denser, thereby preventing other metals 
such ad Mn, Al, Ca and Mg constituting the hydrogen-absorbing alloy which have been eluted 
with the electrolytic solution after prolonged storage from penetrating into the positive 
electrode, making it possible to maintain a good conduction network 
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8. Claims 1 1 and 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kohno et al 6130006 view of Fleischer et al 2002/0122980. 
As to claim 1 1 : 

Kohno et al disclose illustrate in Figure 2 a battery comprising a case 1 , a positive 
electrode 2, a negative electrode 4, and a separator 3, and alkaline electrolyte (COL 32, line 14 to 
COL 33, line 60/ FIGURE 2). 

Kohno et al's positive electrode includes a nickel hydroxide powder; and may also 
contain at least one oxide or hydroxide of metal selected from the group consisting of zinc and 
cobah (COL 32, lines 49-62). 

Kohno et al's negative electrode includes a hydrogen absorbing alloy powder (COL 33, 
lines 5-10). Table 7 below shows examples hydrogen absorbing alloy compositions comprising 
Mg, at least La, at least Co, Al, and nickel. Thus, Kohno et al directly exemplified and show with 
sufficient specificity the hydrogen absorbing alloy composition claimed by the applicant. 



As to claim 17: 

Kohno et al's positive electrode may also contain at least one oxide or hydroxide of metal 
selected from the group consisting of zinc and cobalt (COL 32, lines 49-62). 

As to claim 18:. 



TABLE 7 



Compositions 



40 



Example 45 
Example 46 
|-{xamplc 47 
Example 48 
Example 49 
Example 50 
Example 51 
Example 52 



l^go.:J-«o.5Pro.2 (Ni4:>.eMno.i5Sio.cis)3.4 

Mgo. j8^--i"o-i* j:N<1o.i (Nio.iM<^o. iSno.t>s ^0.01)3. 3 



45 
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Kohno et al's negative electrode is a hydrogen absorbing alloy powder (COL 33, lines 5- 

10) and may ftirther include La, Ce, Pr, Nd and Y (COL 1 1, lines 45-55). Examples 45-47 

illustrates the inclusion of Co and Al as well (See EXAMPLES 45-47). 

Example 45 Mgo.3il^o,6-9 (Nio.aCOo.i Alo.03,2 

Example 46 Mgo.3Lao.5Pto.2 (Nio.8Mno.i5Sio.o5)3.4 

Example 47 • MgQ^2y^os'J^^Qa (^^io.8Mna^Coo^j)3.c5 

Example 57 1^^0,57!'%. , 7Mga^5 IVm {Nia92COaa5Mnao2Aiaoik54 

Example 82 l^Q^Ndo ,^Mgo,27(^'^o,&s^^^^^^^^ 

Kohno et al disclose a nickel-hydrogen secondary battery according to the 
aforementioned aspects. However, Kohno et al do not expressly disclose the specific additional 
element/compound of positive electrode. 
As to claim 1 1 : 

Fleischer et al disclose electrochemical cells (TITLE/ABSTRACT) such as nickel/metal 
hydride using a hydrogen storage alloy (P0020 & 0006) wherein the cathode may be made fi-om 
one or more of a number of materials including nickel hydroxides, and WO3 and/or MO2, where 
M is Nb, among others (P0058). 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the art at the time the invention was made to use the specific additional 
element/compound of positive electrode of Fleischer et al in the positive electrode of Kohno et al 
as Fleischer et al disclose that it is known to make cathode comprising one or more of the above- 
mentioned compounds for the purposes of increasing capacity and open circuit voltage, and 
electrochemical stability. Additionally, it is well-known in the art that positive electrodes having 
such specific additional element are excellent in utilization factor of nickel hydroxide under 
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atmosphere ranging from an ordinary temperature to a high temperature. Thus, such an 
additional element positively affects the charging characteristic of the electrode, particularly at a 
high temperature. Furthermore, it is known in the art that incorporation of the foregoing 
additional element/compound in the positive electrode makes it possible to lower the rate at 
which the cobalt compound in the nickel hydroxide active material is dissolved and precipitated 
in the electrolytic solution. As a result, the overall structure of the positive electrode is rendered 
denser, thereby preventing other metals such ad Mn, Al, Ca and Mg constituting the hydrogen- 
absorbing alloy which have been eluted with the electrolytic solution after prolonged storage 
from penetrating into the positive electrode, making it possible to maintain a good conduction 
network 

9. Claims 1 1 and 17-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kohno et al 6130006 view of Imoto et al 2003/0096166. 

The present application is geared toward a nickel-hydrogen secondary battery wherein 
the disclosed inventive concept comprises the specific hydrogen-absorbing alloy. 
As to claim 1 1 : 

Kohno et al disclose illustrate in Figure 2 a battery comprising a case 1 , a positive 
electrode 2, a negative electrode 4, and a separator 3, and alkaline electrolyte (COL 32, line 14 to 
COL 33, line 60/ FIGURE 2). 

Kohno et al's positive electrode includes a nickel hydroxide powder; and may also 
contain at least one oxide or hydroxide of metal selected from the group consisting of zinc and 
cobah (COL 32, lines 49-62). 
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Kohno et aPs negative electrode includes a hydrogen absorbing alloy powder (COL 33, 
lines 5-10). Table 7 below shows examples hydrogen absorbing alloy compositions comprising 
Mg, at least La, at least Co, Al, and nickel. Thus, Kohno et al directly exemplified and show with 
sufficient specificity the hydrogen absorbing alloy composition claimed by the applicant. 



As to claim 17: 

Kohno et al's positive electrode may also contain at least one oxide or hydroxide of metal 
selected from the group consisting of zinc and cobalt (COL 32, lines 49-62). 
As to claim 18: 

Kohno et aPs negative electrode is a hydrogen absorbing alloy powder (COL 33, lines 5- 

10) and may further include La, Ce, Pr, Nd and Y (COL 1 1, lines 45-55). Examples 45-47 

illustrates the inclusion of Co and Al as well (See EXAMPLES 45-47). 

Example 45 Mgo.31Lao.69 (NiaeCOa, AIai)3.2 

Example 46 Mgo.^'^o.s^^oa (Nio.8Mno.i5Siaci5)3.4 

Example 47 Mg^^^^^Mos^^^o^z (Nio.BMno,tCoo,5)3.o5 

Example 57 Ijio.57Pro.nMgcK25lVoi (Nio.92COoAsMnao:?Alan;i)3,54 

Example 82 Uiao-3N<Jo_iMgo.27(Ni 

Kohno et al disclose a nickel-hydrogen secondary battery according to the 

aforementioned aspects. However, Kohno et al do not expressly disclose the specific additional 

element/compound of positive electrode. 



TABLE 7 



Compositions 



40 



Example 45 
Example 46 
Example 47 
Example 48 
Example 49 
Example 50 
Example 51 
Example 52 



45 
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As to claim 1 1 : 

Imoto et al disclose Nickel-Hydrogen storage batteries (TITLE/ABSTRACT/P0009, 
0036, 0053) comprising a hydrogen absorbing alloy as the negative electrode (POOl 1) and nickel 
hydroxide as the positive electrode (POO 15) wherein the positive electrode further comprises 
incorporated amounts of Nb and W compounds such as Nb205 (P0015-0016, 0012, 0023-0024, 
0044-0046) and/or WO3 and/or WO2 (POO 15-00 16, 0012). 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the art at the time the invention was made to use the specific additional 
element/compound of positive electrode of Imoto et al in the positive electrode of Kohno et al as 
Imoto et al disclose that the incorporation of the foregoing additional element/compound in the 
positive electrode makes it possible to lower the rate at which the cobalt compound in the nickel 
hydroxide active material is dissolved and precipitated in the electrolytic solution. As a result, 
the overall structure of the positive electrode is rendered denser, thereby preventing other metals 
such ad Mn, Al, Ca and Mg constituting the hydrogen-absorbing alloy which have been eluted 
with the electrolytic solution after prolonged storage from penetrating into the positive electrode, 
making it possible to maintain a good conduction network. 
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10. Claims 1 1 and 17-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kohno et al 6130006 view of Sato et al 2004/0234865. 

The present application is geared toward a nickel-hydrogen secondary battery wherein 
the disclosed inventive concept comprises the specific hydrogen-absorbing alloy. 
As to claim 1 1 : 

Kohno et al disclose illustrate in Figure 2 a battery comprising a case 1 , a positive 
electrode 2, a negative electrode 4, and a separator 3, and alkaline electrolyte (COL 32, line 14 to 
COL 33, line 60/ FIGURE 2). 

Kohno et al's positive electrode includes a nickel hydroxide powder; and may also 
contain at least one oxide or hydroxide of metal selected from the group consisting of zinc and 
cobah (COL 32, lines 49-62). 

Kohno et al's negative electrode includes a hydrogen absorbing alloy powder (COL 33, 
lines 5-10). Table 7 below shows examples hydrogen absorbing alloy compositions comprising 
Mg, at least La, at least Co, Al, and nickel. Thus, Kohno et al directly exemplified and show with 
sufficient specificity the hydrogen absorbing alloy composition claimed by the applicant. 



TABLE 7 



Compositions 



40 



Example 45 
Example 46 
Example 47 
Example 48 
Example 49 
Example 50 
Example 51 
Example 52 



Mgo ,,3l .a 0.5P ro.2 (f^k>.8^ "0.15^ '0.05)3 .4 



45 



As to claim 17: 

Kohno et al's positive electrode may also contain at least one oxide or hydroxide of metal 
selected from the group consisting of zinc and cobalt (COL 32, lines 49-62). 



Application/Control Number: 10/720,700 Page 12 

Art Unit: 1795 

As to claim 18: 

Kohno et al's negative electrode is a hydrogen absorbing alloy powder (COL 33, lines 5- 
10) and may further include La, Ce, Pr, Nd and Y (COL 11, lines 45-55). Examples 45-47 
illustrates the inclusion of Co and Al as well (See EXAMPLES 45-47). 

Example 45 Mgo^.Lao.^P (Nio.eCOo.j Alp -1)3 

Example 46 Mgo,3Lao.5P^o.2 (Nio.8Mno.i5Sio.ci5)3.4 

Example 47 Mgo,27Lao35Ndo.2 (Nia8M^^o.tCoo. 1)3.05 

Example 57 Lao.sTP^b.i^Mga^slVoi (>^ia92<^.o5M%o5Alan:i)3.54 

Example 82 l^o^t^^^d^.xMg^.,y(Nio^^^^^^ 

Kohno et al disclose a nickel-hydrogen secondary battery according to the 

aforementioned aspects. However, Kohno et al do not expressly disclose the specific additional 

element/compound of positive electrode. 

As to claim 1 1 : 

Sato et al disclose batteries such as nickel hydrogen cells which employ aqueous 
electrolytes (P0003, 0012) wherein the positive electrode active material is selected as 
appropriate for the type of battery and other consideration and includes Nb205 and/or WO3 
(P0209). 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the art at the time the invention was made to use the specific additional 
element/compound of positive electrode of Sato et al in the positive electrode of Kohno et al as 
Sato et al discloses that the foregoing element/compounds are suitable positive electrode active 
materials and can be selected as appropriate for the type of battery and other considerations. 
Thus, Sato et al disclose the suitability of employing the specifically claimed additional 
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element/compound in the positive electrode. Imperative to note is that is well-known in the art 
that positive electrodes having such specific additional element are excellent in utilization factor 
of nickel hydroxide under atmosphere ranging from an ordinary temperature to a high 
temperature. Thus, such an additional element positively affects the charging characteristic of the 
electrode, particularly at a high temperature. Furthermore, it is known in the art that 
incorporation of the foregoing additional element/compound in the positive electrode makes it 
possible to lower the rate at which the cobalt compound in the nickel hydroxide active material 
is dissolved and precipitated in the electrolytic solution. As a result, the overall structure of the 
positive electrode is rendered denser, thereby preventing other metals such ad Mn, Al, Ca and 
Mg constituting the hydrogen-absorbing alloy which have been eluted with the electrolytic 
solution after prolonged storage from penetrating into the positive electrode, making it possible 
to maintain a good conduction network. 

11. Claims 1 1 and 17-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kohno et al 6130006 view of Shinyama et al 2005/0019657. 

The present application is geared toward a nickel-hydrogen secondary battery wherein 
the disclosed inventive concept comprises the specific hydrogen-absorbing alloy. 
As to claim 1 1 : 

Kohno et al disclose illustrate in Figure 2 a battery comprising a case 1, a positive 
electrode 2, a negative electrode 4, and a separator 3, and alkaline electrolyte (COL 32, line 14 to 
COL 33, line 60/ FIGURE 2). 
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Kohno et al's positive electrode includes a nickel hydroxide powder; and may also 
contain at least one oxide or hydroxide of metal selected from the group consisting of zinc and 
cobalt (COL 32, lines 49-62). 

Kohno et al's negative electrode includes a hydrogen absorbing alloy powder (COL 33, 
lines 5-10). Table 7 below shows examples hydrogen absorbing alloy compositions comprising 
Mg, at least La, at least Co, Al, and nickel Thus, Kohno et al directly exemplified and show with 
sufficient specificity the hydrogen absorbing alloy composition claimed by the applicant. 



TABLE 7 



Compositions 



40 



Example 45 Mgo.31 l.^o.«9 (Nio.eCoo., Alo.,).,.?. 

Example 4(> Mgo.-^l-^^o.sl'J'o ^ (Nio.8Mno.i5S 1*0.05)3 ^ 

Example 47 Mgo-2^J-^*o^s3N^<Ja.; (N'io.«Mno.iCoo. 1)3.05 

Example 48 Mgo.25J-»^ 0.75(^1 

Example 49 Mgo.24l-"^o. 76(^*0.8 ^'^^'^o,x5^'^o.o5>:s.i:>s^ 

Example 50 Mgo.'.Ml-n''a<s6(Nia75 Coo.iMno.iAIo.o5>3.:*:* 

Example 5 1 Mgo.:>.sLnio..»,*fPrn.-» CNio.t>RCOa::?.Ciio.iZnojT;?)3..*s 

Example 52 ^Bb/2n^'^o,is:i^^o.i (>^'io.<i^CUa 1^1^0.0580.01)3.-3 

As to claim 17: 

Kohno et al's positive electrode may also contain at least one oxide or hydroxide of metal 
selected from the group consisting of zinc and cobalt (COL 32, lines 49-62). 

As to claim 18: 

Kohno et al's negative electrode is a hydrogen absorbing alloy powder (COL 33, lines 5- 

10) and may further include La, Ce, Pr, Nd and Y (COL 11, lines 45-55). Examples 45-47 

illustrates the inclusion of Co and Al as well (See EXAMPLES 45-47). 

Example 45 Mgo^tLa^.^^ (Nio.eCoo,, Alo.ilj.^ 

Example 46 Mgo.3Lao,5Pto.2 (^^0,8^00.15^10,05)3.4 

Example 47 MgaxyLao^^Ndax (NiaBMno.tCoo,i)3.05 

Example 57 Liio,57Pro,i7Mga25'l^io 

Example 82 I^o.«Ndo.i.Mgo.27(Nio.85COo.iCro.o3Feo.o2)3.7 
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Kohno et al disclose a nickel-hydrogen secondary battery according to the 
aforementioned aspects. However, Kohno et al do not expressly disclose the specific additional 
element/compound of positive electrode. 
As to claim 1 1 : 

Shinyama et al disclose Ni-based batteries using nickel hydroxide as the positive 
electrode, a hydrogen absorbing alloy as the negative electrode, and an alkaline electrolyte 
solution (ABSTRACT/P0002, 0019, 0022, 0038) wherein WO3 is added to an electrode (P0068, 
0092-0093, 0096, 0099). 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the art at the time the invention was made to use the specific additional 
element/compound of positive electrode of Shinyama et al in the positive electrode of Kohno et 
al as Shinyama et al discloses that the addition of W or W-based compound to the electrode 
prevents oxidation and degradation of the electrode material, and storage characteristics of the 
nickel-based battery are extremely improved, and even in the storage under high temperature, 
decrease of capacity by self-discharge is declined, and cycle characteristics of the nickel-based 
battery are improved. Thus, the teachings of Shinyama et al apply with equal force to any 
electrode element regardless of its polarity. Imperative to fiirther note is that is well-known in 
the art that positive electrodes having such specific additional element are excellent in utilization 
factor of nickel hydroxide under atmosphere ranging fi-om an ordinary temperature to a high 
temperature. Thus, such an additional element positively affects the charging characteristic of the 
electrode, particularly at a high temperature. Furthermore, it is known in the art that 
incorporation of the foregoing additional element/compound in the positive electrode makes it 
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possible to lower the rate at which the cobalt compound in the nickel hydroxide active material 
is dissolved and precipitated in the electrolytic solution. As a result, the overall structure of the 
positive electrode is rendered denser, thereby preventing other metals such ad Mn, Al, Ca and 
Mg constituting the hydrogen-absorbing alloy which have been eluted with the electrolytic 
solution after prolonged storage from penetrating into the positive electrode, making it possible 
to maintain a good conduction network 

12. Claims 12-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over: a) Kohno 
et al 6130006 in vieAV of Noda et al 5527639; and/or b) Kohno et al 6130006 in view of 
Fleischer et al 2002/0122980; and/or c) Kohno et al 6130006 in view of Imoto et al 
2003/0096166; and/or d) Kohno et al 6130006 in view of Sato et al 2004/0234865; and/or f) 
Kohno et al 6130006 in view of Shinyama et al 2005/0019657 as applied to claims 1 and/or 1 1 
above, and further in view of the Japanese publication JP 10-261412 (heretofore 'the JP'412'). 

The preceding prior art references are applied, argued and incorporated herein for the 
reasons manifested above. 
As to claims 4-6 and 14-16: 

Additionally, Kohno et al's positive electrode includes a nickel hydroxide powder; and 
may also contain at least one oxide or hydroxide of metal selected from the group consisting of 
zinc and cobalt (COL 32, lines 49-62). 

Kohno et al's positive electrode includes a nickel hydroxide powder; and may also 
contain at least one oxide or hydroxide of metal selected from the group consisting of zinc and 
cobalt (COL 32, lines 49-62). Since Kohno et al disclose that conductive materials can be added 
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to the nickel hydroxide, it is contended that the average valency behavior (Le. higher than 2) of 
the nickel contained in the nickel hydroxide is a inherent characteristic thereof first because of 
the addition of more conductive material specifically Co, which tends to alter valency upon 
interaction with Ni, and second because during charging and discharging cycles the nickel 
hydroxide is compelled to take transitional states for electrochemical reaction purposes. 

However, none of the preceding prior art references expressly disclose the specific Co- 
based coating and its specific high order-distorted crystal structure characteristics. 
As to claims 2-3 and 12-13: 

The JP'412 makes public that a positive nickel hydroxide positive electrode of an 
alkaline storage battery has a coating layer comprising a Co-based compound having a valence 
of more than 2 to cover the Ni-hydroxide particle, and a compound of at least one kind of 
element selected from a group consisting of at least Ca, Sr, Ba and Yb (ABSTRACT). 

The JP'412 makes public that a positive nickel hydroxide positive electrode of an 
alkaline storage battery has a coating layer comprising a Co-based compound having a valence 
of more than 2 to cover the Ni-hydroxide particle (ABSTRACT). 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the art at the time the invention was made to use a cobalt compound coating on 
the nickel hydroxide of the positive electrode of the preceding prior art references as taught by 
the JP'412 because the JP'412 discloses that positive electrodes including such a coating 
material is excellent in utilization factor of nickel hydroxide under atmosphere ranging from an 
ordinary temperature to a high temperature. Thus, the cobalt-based layer on the Ni-hydroxide 
electrode material complements a better utilization of that electrode material. 
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Response to Arguments 

13. Applicant's argviments filed 10/29/07 have been fiiUy considered but they are not 
persuasive. 

14. Applicant asserts that steps (1) to (3) are not PRESENT or DISCLOSED in the prior art. 
First of all, the examiner prefers to refer to them as features (1) to (3) because the present claims 
are directed to a product (i.e. a nickel-hydrogen secondary battery per se), not to a method or 
process including positive steps. Feature (1) calls for a specific additive contained in the positive 
electrode and its implied characteristic; feature (2) calls for a specific negative electrode 
composition comprising a hydrogen absorbing alloy and its implied characteristic; and feature 
(3) calls for at least one of WO2 and WO3 being selected as the additive. 

That being said, let's see what the prior art teaches, with respect to features (1) and (3), 
all of the cited secondary references (i.e. Noda et al, Fleisher et al, Imoto et al, Sato et al and/or 
Shinyama et al) do disclose at least one of the following additive: WO2 and/or WO3. With 
respect to feature (2), primary reference Kohno et ar006 solidly teaches the specific composition 
of the negative electrode. This is supported by applicant's admission that ''Kohno et al disclose a 
battery including a negative electrode active material equivalent to the one used in the present 
invention'' (See paragraph bridging pages 8-9 of the 10/29/07 amendment). 

Therefore, if all of the battery components and/or compositions are the SAME, then the 
combined battery of the prior art must necessarily behave in an identical manner to the one 
claimed by the applicant. Accordingly, products of identical chemical composition can not have 
mutually exclusive properties, and thus, all the specifically claimed properties are necessarily 
present in the prior art material. 
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''Products of identical chemical composition can not have mutually exclusive 
properties, " A chemical composition and its properties are inseparable. Therefore, if the prior 
art teaches the identical chemical structure, the properties applicant discloses and/or claims are 
necessarily present. In re Spada, 911 F.2d 705, 709, 15 USPQ2dl655, 1658 (Fed Cir. 1990). 
See MPEP 2112.01 [R-S] Composition, Product^ and Apparatus Claims 

- MPEP 2112.01 [R-31 Composition, Product and Apparatus Claims; 

/. PRODUCT AND APPARATUS CLAIMS — WHEN THE STRUCTURE RECITED IN 
THE REFERENCE IS SUBSTANTIALLY IDENTICAL TO THAT OF THE CLAIMS, CLAIMED 
PROPERTIES OR FUNCTIONS ARE PRESUMED TO BE INHERENT 

Where the claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially identical processes, a 
prima facie case of either anticipation or obviousness has been established. In re Best, 562 F.2d 
1252, 1255, 195 USPQ430, 433 (CCPA 1977), ''When the PTO shows a sound basis for 
believing that the products of the applicant and the prior art are, the same, the applicant has the 
burden of showing that they are not " In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 
(Fed Cir, 1990). 

Therefore, the examiner largely disagrees with applicant's unique assertion that "/Ae 
additives disclosed in either Noda et al, Fleisher et al, Imoto et al, Sato et al, or Shinyama et al 
clearly do not provide the advantage of the present invention or have any connection with the 
completion of the present invention '\ If applicant insists on this assertion by overlooking the 
above secondary references do disclose exactly the same additive in terms of composition, then 
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the Examiner requests to the Applicant to provide objective evidence demonstrating why the 
additives of the prior art do not or cannot exhibits the properties claimed by the applicant. 

15. Concerning this matter, as taught in the prior art, WO2 and/or WO3 are familiar materials, 
compounds or substances in this art, both individually and in combination, and the combination 
of these familiar materials, compounds or substances with the electrode material and battery 
components of Kohno et ar006 according to known methods or techniques is likely to be 
obvious when it does no more than yield predictable results as here (i.e., an effective electrode 
material). See KSR IntU Co. v. Telejlex, Inc., 127 S. Ct 1727, 1739 (U,S, 2007). The 
predictable result being the specific improvement in charging characteristic and efficiency of the 
electrode when these familiar materials are added. 

In response to applicant's arguments that there is no specific suggestion or teaching in the 
references to combine prior art, the examiner responds that a decision of Supreme Court in KSR 
International Co. v. Teflex Inc., 550 US, 82 USPQ2d 1385(2007) forecloses the argument that 
a specific teaching, suggestion or motivation is required to support a finding of obviousness. See 
also recent Board decision Ex Parte Smith, USPQ2d, slip op. at 20 (Bd. Pat App. & Interf. 
June 25, 2007) citing KSR, 82 USPQ2d at 1396, This applies to applicant's arguments implicitly 
contending that the teachings of Shinyama et al showing the addition of W or the like to the 
electrolyte or the negative electrode carmot be used in combination with the general teachings of 
Kohno et al. It also applies with equal force to all of the remaining 103 rejections (<— emphasis 
supplied). 

16. Additionally, applicant's discussion of paragraph 0088-0089 and TABLE 1 of its 
published application' 166 adds nothing to the patentability of the present claims because out of 
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the eleven (11) examples discussed therein, only EXAMPLE 9 uses at least one of the two 
claimed additives (i.e. WO3). Moreover, all of the EXAMPLES 1-1 1 use negative electrode 
active materials more specific than the broadly claimed negative electrode material of claim 11. 
Thus, the content or importance of paragraph 0088-0089 and TABLE 1 applies only to those 
specific embodiments disclosed therein but cannot apply to applicant's invention as instantly 
claimed because they are not commensurate in scope therewith. 

1 7. With respect to applicant's argument concerning the effective prior art date of Sato et al 
and Shinyama et al, applicant cannot rely upon the foreign priority papers to overcome this 
rejection because a translation of said papers has not been made of record in accordance with 37 
CFR1.55. See MPEP§ 201.15. 

Conclusion 

1 8. THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi"om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 
The examiner can normally be reached on Monday-Thursday (8:00 am - 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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